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- The MAILING DATE of this communication app ars on ttio cover sheet with the correspond nc address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time maybe available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above Is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to connmunication(s) filed on 26 November 2002 . 
2b)\3 This action is FINAL. 2b)[3 This action is non-final. 

3) n Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Expa/te Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) IE Claim(s) 1-11 is/are pending in the application. 

4a) Of the above claim(s) 3-5,7,8 and 11 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1,2,6,9 and 10 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 22 Ian 2001 is/are: a)n accepted or b)[3 objected to by the Examiner. 

Applicant may not request that any objection to the drawjng(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) 0 The proposed drawing correction filed on is: 3)0 approved b)^ disapproved by the Examiner. 

If approved, con-ected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)l3AII b)n Some*c)n None of: 

1 M Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received In Application No. . 



3.n Copies of the certified copies of the priority documents have been received In this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 



1 ) 13 Notice of References Cited (PTO-892) 

2) [H Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) CD Information Disclosure Statennent(s) (PTO-1449) Paper No(s) 



4) n Interview Summary (PTO-413) Paper No(s). 

5) d Notice of Informal Patent Application (PTO-1 52) 

6) \3 Other: 



U.S. Patent and Trade martt Office 

PTO-326 (Rev. 04-01) 
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1 . Claims 3-5,7,8,1 1 are withdrawn from furtfier consideration pursuant to 37 CFR 
1 .142(b) as being drawn to a nonelected group, there being no allowable generic or 
linking claim. Election was made without traverse in Paper No. 5. 

2. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "21" has been used to designate both a bolt and a rubber 
plate in figure 3. A proposed drawing correction or corrected drawings are required in 
reply to the Office action to avoid abandonment of the application. The objection to the 
drawings will not be held in abeyance. 

3. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the plurality of guide 
plates, as in claim 10, must be shown or the feature canceled from the claim. No new 
matter should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

4. Claims 1,2,6,9,10 are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as 
to enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 
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In the enribodiment where the buffer plate is contacting the lift plate (line 20, page 
6), it is not clear how the device is held together. 

5. Claims 1 ,2,6,9 and 1 0 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1 and 2 contradict one another. Claim 1 states that the buffer plate is 
affixed to the lift piece. Claim 2 seems to indicate that there is a "fixation member"' 
between the buffer plate and the lift piece. Because of this contradiction, it is not clear 
what weight to give these recitations. 

On line 7 of claim 1, the term "the insertion hole" lacks proper antecedent basis. 
It is not clear which of the plural holes previously recited is being referred to. 

On line 2 of claim 6, "a lift" should be "the lift" for proper antecedent basis. 



6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States 
before the invention by the applicant for patent, except that an international application filed under the 
treaty defined in section 351(a) shall have the effect under this subsection of a national application 
published under section 122(b) only if the international application designating the United States was 
published under Article 21(2)(a) of such treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that a patent shall not be deemed filed in the United 
states for the purposes of this subsection based on the filing of an international application filed under 
the treaty defined in section 351(a). 
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7. Claims 1 and 6 are rejected under 35 U.S.C. 102(e) as being anticipated by Ito, 
who shows a pin kit with all of the recited limitations including a lift piece (engraving 
apparatus, line 15, column 1), a fixation member (3), a buffer plate (5) having a resilient 
member (6) on its bottom side. Also shown is a guide plate having plural pin holes 
(4a,4d) and one grooving pin (7) which abuts the resilient member (6). 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ito, who shows all of the recited limitations except the resilient member is made of one 
piece rather than two, and the guide plate is made of one piece rather than two. 
However, the courts have ruled that "the unity or diversity of parts would depend more 
on the choice of the manufacturer. . .than on any inventive concept" In re Lockhart . 90 
USPQ 214. In this case, there appears to be no inventive concept to make it out of one 
piece or two. It would have been obvious to one of ordinary skill in the art to have made 
resilient member out of two pieces, and the guide plate out of two pieces, as a simple 
manufacturing choice. 
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10. Claim 2 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

1 1 . Note from the Examiner. One simple way to distinguish over the Ito reference is 
to claim plural pins engaged in the plural insertion holes. 

12. Made of record but not relied on are patents to Way et al., Slack and O'Neill, 
showing pertinent grooving pin mountings. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ken Peterson whose telephone number is 703-308- 
2186. The examiner can normally be reached on Monday thru Thursday between 7am 
and 4pm. If attempts to reach the examiner are unsuccessful, the examiner's 
supervisor, Allan Shoap can be reached on 703-308-1082. 

In lieu of mailing, it is encouraged that all formal responses be faxed to 703-872- 
9302. Any inquiry of a general nature or relating to the status of this application should 
be directed to the receptionist whose telephone number is 703-308-1 148. 



kp 



December 10, 2002 




